Received Event (Event Succeeds!) 



Date: 

Pages: 

Sender: 



7/9/99 
20 

7162631600 



Time: 
Duration: 
Fax Number: 



T2:40 PM 
7 min 24 sec 



Jul. 9. 1 9 9 9 12:42PM NIXON PEABODY LLP 



No. 9151 P. 10/20 



-4- 



respectively . With these amendments, it is submitted that the rejection over the combination 
of Carpenter and Kratel should be withdrawn. 

The rejection of claims 1, 4-6, 23, and 27-32 under 35 U.S.C. § 103 for 
obviousness over Japanese Kokai Patent Application No. 138145 to Kawaguchi et. al. 
("Kawaguchi") in view of European Patent No. 38,900 to Schwarz et al. ("Schwarz") is 
respectfully traversed. 

Kawaguchi relates to a method of making a quartz glass element by oxidizing 
a silane compound or a siloxane compound (e.g., hexamethyldisiloxane). There is no 
disclosure of reacting a polymethylcyclosiloxane. 

Schwarz manufactures pyrogenic silica with siloxanes, such as 
hexamethylcyclotrisiloxane or octamethylcyclotetrasiloxane. 

Applicants submit that the combination of Kawaguchi and Schwarz is 
improper, because these references are directed to making products which are chemically and 
physically completely different from one another. 

On one hand, Kawaguchi is making quartz glass elements to be used in a lens 
for a photolithography device, Chemically, the quartz glass is silicon dioxide (Si0 2 ), On the 
other hand, Schwarz is directed to making pyrogenic silicic acid, also known as fume silica or 
pyrogenic silica. As demonstrated in J. Grant, Hackh's Chem ical Dictionary p. 610 
(1969)(attached hereto at Exhibit 1), silicic acid has the formulae H2SLA, H2S12O5, H4Si 3 0 8 , 
H 2 Si0 3 , HgSiaOto, H6Si 2 0 7) or H4S1O4 and, therefore, it is chemically very different from 
silicon dioxide quartz glass. This is emphasized by TrirV-Dthmftt Encyclopedia of Chemical 
Technology , Vol. 21, pp. 993 and 1009 (4 th ed. 1997) (attached hereto at Exhibit 2) which 
teaches that fumed or pyrogenic silica can be made from (and, therefore, must be different 
from) silicon dioxide. Further, Schwarz' s pyrogenic silicic acid is also physically 
distinguishable from the solid glass components of Kawaguchi which are used in lenses. As 
set forth in Schwarz, pyrogenic silicic acids are highly dispersed (i.e. finely divided) high 
surface area particles. These particles are useful as thickeners in toothpaste, varnish, and 
paint, and are produced by a completely different process than that of Kawaguchi* 
Specifically, Kawaguchi utilizes soot deposition to make a glass body, while Schwarz avoids 
deposition in order to produce dispersed particles. Since the silicon dioxide of Kawaguchi is 
physically and chemically so very different from silicic acid, one of ordinary skill in the art 
would have had no reason to turn to the teachings of Schwarz when making a solid silicon 
dioxide glass component, as in Kawaguchi. Moreover, in view of the differences between 
Kawaguchi' s silicon dioxide glass components and Schwarz' s highly dispersed, pyrogenic 
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silicic acid, one of ordinary skill in the art would have no reasons to expect that materials 
(i.e., polymethylcyclosiloxanes) used in one process would be workable in the other. Indeed, 
one wishing to make solid silicon dioxide glass components would not expect a technique for 
making dispersed silicic acid to be useful. 

Since Kawaguchi and Schwarz are not properly combinable, the rejection 
based on that combination should be withdrawn. 

The rejection of claims 7, 9-10, 17, and 19-20 under 35 U.S.C. § 103 for 
obviousness over U.S. Patent No. 3,823,995 to Carpenter ("Carpenter") in view of 
Kawaguchi and Schwarz is respectfully traversed. 

Carpenter is directed to a method for making optical waveguides with silicon 

tetrachloride. 

Kawaguchi and Schwarz arc not combinable for the reasons noted above. 
Carpenter does not overcome this deficiency, because it, like Kawaguchi, makes silicon 
dioxide articles but without using polymethylcyclosiloxanes. Thus, Carpenter is no more 
combinable with Schwarz than Kawaguchi. Since the art makes no suggestion of using a 
polymethylcyclosiloxane for anything other than particulate pyrogenic silicic acid, there 
would (for the reasons noted above) have been no motivation to combine Kawaguchi or 
Carpenter with Schwarz, nor any expectation that if such a combination were made (and a 
polymethylcyclsiloxane starting material were used) a useful solid silicon dioxide mass 
would result. Since the art fails to teach that such siloxanes are useful in making bodies by 
soot deposition: the rejection of the claims based on the combination Carpenter, Kawaguchi, 
and Schwarz should be withdrawn. 



action final. In the first office action, the application was objected to as lacking the assent of 
all assignees and for having a defective declaration, while claims 28-29 and 31-32 were 
rejected under 35 U.S.C. § 112. There were no other claims rejected and no art was applied 
against the claims. In fact, claims 1 , 4-23, 26-27, and 30 were deemed allowable over the 
prior art of record. 



32 and submitted a new statement by assignee and a new declaration. This submission in no 
way justified the PTO's making the above art rejections in the outstanding office action and 
making that office action final. 

The rationale for the finality of the outstanding office action is apparently 
applicants' submission of a Supplemental Information Disclosure Statement under 37 CFR 



Finally, applicants submit that it was improper to make the outstanding office 



In response to the first office action, applicants amended claims 28-29 and 31- 
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§§ 1.97-1-98. TTusisplaiidynotanappropriatebasisformakingafindrqection. Whenthe 
present reissue application was filed, applicants submitted an Information Disclosure 
Statement under 37 CFR §'§ 1.97-1 .98, citing, inter alia, Carpenter, Kawaguchi, Kratel, and 
Schwaa. Copies of all of these references were provided to thePTO at that time. In 
addition, applicants' originally-filed Combined Declaration and Power of Attorney 
specifically mentions Kawaguchi as a basis for the invalidity of certain claims of U.S. Patent 
No. 5,043,002, which corresponds to the present reissue application. In the first office action, 
the PTO-1449 form submitted with the Information Disclosure Statement under 37 CFR §§ 
1 97-1 98 was only initialed for some of the listed references (e.g., Carpenter) butnot others 
<o g., Kawaguchi, Kratel, and Schwarz) which were crossed off, because the PTO-1449 form 
contained no publication date for them. With the response to the first office action, 
applicants submitted a new PTO-1449 form listing the references that had been previously 
crossed off. In addition, applicants filed adistinct Supplemental Information Disclosure 
Statement under 37 CFR §§ 1-97-1.98, together with the fee required pursuant to 37 CFR §§ 
1 17(p) and 1.97(c), in order to brine to the PTO's attention 3 additional Japanese patent 
applications, none of which were applied against the claims in the outstanding office action. 
Thus the outstanding office action made rejections of claims which had not been modified » 
response to the first office action based on 4 newly-applied references which were cited at the 
outset to the PTO (with one being emphasized in the original declaration). Under such 
circumstances, there can be no justification for making the outstanding office action final. 

The Manual of Patent Examining Procedure § 6090)0)0) P™*" 
support for making a final rejection in the present case. The references submitted with the 
Supplemental Information Disclosure Statement under 37 CFR §§ 1.97-1.98 were not used* 
reject the claims in the outstanding office action. The references applied against the claims in 
the outstanding office action were provided with the original Information Disclosure 
Statement under 37 CFR §§ 1.97-1.98 and were fully available to the PTO prior to the first 
office action. The fact that the PTO-1449 form was not fully completed (which is not even 
the case for Carpenter) is irrelevant. 

For all the reasons noted above, the outstanding office action should not have 

made final. 
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In view of all of the foregoing, applicants submit that this case is in condition 
for allowance and such allowance is earnestly solicited. 



Respectfully submitted, 

Ax*J-^3^ ^< Isas^ 



Michael L. Goldman 
Registration No. 30,727 



NIXON PEABODY LLP 
Clinton Square, P.O. Box 1051 
Rochester, New York 14603 
Telephone: (716)263-1304 
Facsimile: (716)263-1600 
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STLANOL 

flUuuL Rj-.eifOHy.. Seenlane, 

lllantriol. A hypothetical hydrolyeU product of * 
inanr>euUtitut*doUcroaIlMBoftlietypBK-Si(OHJ 4 , 
SilmtrioU oondAbu to Xom 8-dImouaional poly- 
meria re^iu*. 

iIIahoI, oilicol. The trirelent group ^iOH. 

Ellutic. Tr6doxnark for & heet-«tabl* rficone* q.v. 
Cf. Wlieww ruooer 

ailavtni, Grcup name for colaHcai, high-mal ting- 
point, strong polymem, containing BiIio<>n, carbon, 
and .nitrogen, 

ailbamin. Silver fluoride. 

SUborriul, Qiweld John. 1676-1960, British chflmiat, 

da tod for hi« work on Explosives. 
SUotii. ft^ploriva. A high explosive ; potassium chlorate 

7fi, nitrated ream 25 %. 
lileX. Ah»«i-azLdAb»ck-reftIaUtatglAaa(9B%auArtx). 

liquid- Wetor gl44*. 
SQ-Pui. Trademark for an. *l!oy. m.fl2o-70fl; Cu 00. 

A# 16, P 3%; mod far bnaing alloys containing 

«0pper, 

■Ulca, KiOj = 60.1. Silieon dioxide, attwia *cid 
euhydride. Occur? abundantly in n*ture (12% 
of all taqUs). &nd oiiaw, in 7 cryaUlline formi. 
CloaaLQcatioD: (l) I* honowyBtallina or vitmiu 
mineral*; B oe e/uortx. (2) CrypUxsiyBtaUina M d 
Amorphous minerals; eee chalcedony. (3) Amor- 
phous and colloidal minerals ; **e opal. amorpaOu- 
Colorlau powder, n},U50, insoluble ia wnter, 
Bolubl© in hot alkaliw or hydrofluoric odd; utod 
for eherai<Al gludwa^. colloidal- See tilicic arid, 
cryftalline- Colorless, transparent prisms, zn.l76Q. 
insoluble in water, soluble in hydrofluoric onid. 
Used in optical instrument!, kitchen vmr«, emd 
ohemic&l plut. Tho main oryatailijqo form 
(quartz, trtdymite» and criatobalite) hive definite 
Cranaiticm pointe (670 and 1470*0, respectively), 

I, brici, A drobriofc containing over 02 % i. : iU 
cjy»t*.Uine p^ew in cx-u?iob«Jit* aqd tridyraite. f . 
tth Oola-tinouB a. which, if activated, abaoxhe 
water; uaed to dry bU»t-furnae* gases, air, and, 
other gesoa. f. nwnexala. Rook -forming Kqiueml* 
comprising the groupa,. q_\\: amphiboles. andahuit^, 
cwicrinite, Bod&lito. chlorite, feldspar, garnet, iolite, 
Imzcite, ftiolilite, mica, naphclite, olivine, pyroxene, 
aoapvlito, topaz, tourmaline, zoalita, coiaite; objo 
beryl, quarti, aerpantine, talc, 
ailicein, Si(NB) K =i 100.2. White powder 

boat tag silicon imide. Insoluble in water; fohxu 
wlioon nitride, &i t TST 4 . when further heated. 
■Jlicane. (J) A titans, i,c, a compound of the type 
SjsH,. (2)SiR 4 . Riio hydrocarbon mdinal. (5) 
SiH, =» 32.0fL Kanoatliuic, eiliogiqethue, ailioo* 
hydride. Colarle** g»a, b.— 112. hromo* GUS^Br 
= II 1.0. Oolorleaa gas, h.l.S. chloxo- SDS^U = 
86.54, ColorlosB gae. b.— SO, di- SijHj = 6149. 
Siliooothuia, o gae, m.— 132. diBromo-SiH.Br, 
16B.fi 1. Colorlosa liquid, d.2.17, b.6Gu diehloro- 
SiH x Ci, = 100,30. ColorIcsagaa,b.S.3. dimfitljjl- 
8i ,11^54 = 60.12. Diructhylmonorilane. Color* 
- lew %m, b.-2Q, ctaca- (SiH l ) 1 0 = 7S.17. 
Duilane oxide. Cplorleaa^ajf, b.lfi. 1 fttnqiytrietliyl' 
EtjSiOEt — 160.22. Triethylflilana ethyl oxide, 
triathyl ailiool ethyl ethar. ColorJeu liquid, h J 53. 
inaoluble in water, hydroxy- Silioal. methyi- 
HaS i H t = 4 6. 1 1 , M&thylmonoeilane . Colorleea %§m, 
b.™fl7. tetrt- Bi 4 H 14 = 144,»l. BOIwbataoe, 
A gee, in.— 84. teCtbromo- Silicon bromide. 



"° 6UI0O. 

tfibvjhlOKH Snioon chloride. tetrmet2iyU BtEt^ b 
1U.25. Silicon tetraethyl, ailitononane. Colar. 
lew liqpid, 0.0.7882, b.113. UtrmtlaOrn- Giliaon 
dnoride. Utzmlodo- fiOm iodide. tetKimetlrjl. 
8tU« 4 = 1A4.II. SiUfion tcttaxatthyl, OolorW 
liquid, d.0.646, b^7. tetztjaienjl* BifCJa-l^ <. 
3Jej4. SiUeon teUmpheny], ceuephenyliiHoon 
ColorioM aryvtoli, ttJflS. ^ 81.H. = 
Sil^opropano. A gee, m,-117. Wbrim;o> 
SiHBr, =1 ftlioobrowoform, totorltL 

Iiqutd, d.S.7, b.Iflft. Wchlero. Sitiobihleroform. 
txleblaroethyl- Si(C,H t )Cl t = lflft.47, KkA^aZ 
liquid, d.l^3B. trlehkro^unTl- Bi(CA)C). 
211^7. Calortaag liquid, d.l.Mo, b.I»7 f deoiini). 
invat^r. kfetbyU CC.Hj.BiH »= H0.19. IWothS 
fliliocm, ediealupUne, Oolorkai liquid, d.0.761 
h.l07.inflolubl8 in water. triAooiD-SiHF. v flfl 07 
-MioofiuorofoXm. Colorlea* gu r b^$0. irilndo. 
eO,H = 409.M. fiiliooiodDform. Bed hWdl 

aHlcate, Aa^tdtrivedfr«nt2ieaorthBailiii^4cidij 4 
Silicatea form the Urgut grvup of mJnerah] 
ji7£os), and im derived from H,Si0 4 . orihoiifUeato. 
and MjSiO,, «ui»0tcatfl, vhioh may combine to 
form jMtynlieate*. rlxoept fcr the alkeii ailicatee, 
they axe inaolnble in water. See wilio* mincnlJi 
Dbrooj- Xaturah Aiihe*|e«, M an -mode: Gleje, 
a<lie», end aliuWuiiliBate fiber*, rook wool* iW 
wool. 

oe&HnL See denial eemant. a. ot ioda 
Sodium ailicatfl. 
•Uicaotie* Containing silica, a, ilg&e. Bee etyac 
1. deposit. S. sinter. Th& nlid aoeax&uUlinn of 
rilka depoiited from hot mineral apringB, Cf. 
pcynfiJe. fl earth, BOjoo of diatomtto origin, 
purified by boiling with dilute Moid, weening, *od 
calfiiningt a fllurmeduua (U£J?.). LiiiUer. 8. 
dopoeit. 

ailido, (I) Containing ■iluon. (1) Conteining uZieio 
•cid. f. acid. H 4 8iO t = 0«,>. OrUwailiow uid, 
White powder, elightr/ eolubla in wUcr. di- 
H t SijO s ot HjSi.O,. White, iuBAluhle powder, 
tncta- EfBiO, = 78.1. White powder. inaolnhlB in 
water, in- H^Oj t= 211 J. White, jnaoluble 
powder. 

■ smcio ACTUS 

Ht6i|O f . ■ ISiO^HiO, tetre. 
HxS^O, « BfiiOj ^O, metanli. 
H 4 Si t O v ^ SSiO^lHiO, meta-tri- 
H 1 9iO l « SiOj'HjO, raeta* 
H^^O,, =1 JSiO^HjO. orth^tri- 
H^igO, = i$iCV3H,0, or{ho-di- 
H A EiO« ^BiOt-lHjOpOrtho- 



MiSi. MUF« P Ni,Co,»,Mrt.Cu.orMg" 
lilicl flf i H oa. The gradual replmment of roeka or 

fo^iUj by ailie* (petrtfactian). 
lUielfled. Deaeribing on organic material, eg., 

wood, that h*i been petrified. 
aUlduBL Silieon. 

vUico- Prefix indicuting aaieon, generally in 

eompouiidj. p. benzoic ftdtL HiSiOOH = 13S.1. 
m.f 2, Ln*oluhle in sr«ter. l.biOmoforni. EiHBr, = 
Heavy, eolariaei liquid, d.S.7, h.llfl, 
deoomp. bj water, ■. butane. See §Oam*. 9, 
caloinm. A prod act of toe «J(?ctrie furnace uaed to 
dwziai»ateel. ff.ddorotoiuu SiHCl, = 1BS.39 



SZLIGOL 

Calorie*, liq^ d l 3 
flocltgnfttiQ neid. 
P , ™ r ; * feigene U 
LOttann, aoa#OB W 
■•flnnTlcaeia. FlMotil 

aiUn,. Opjoriayii id 
Si lane.. f . iodotoj^, 

•-JBeaAne, Silahe. a 
=-US.t. Wbite^i. 
5, deeifcungaticeeid. 

-nf^l f T id * b ' l84 ' iaja ^' 
■Ulfioo. fii=jB, 0 o. gnici 

Qf the carbon ^rouh. 
mD^e»tjonji : (1J ^ 
(*) Cryattrfr»„ e . 
m»olublo in water, 
eryeuia, or gr«phi|«.liL 
molten*. (4)Ad&mav, 
PU valeney 4i S. forma 
ia. the earth mrface (r. 
impart h*rdne«B t and , 
mincmZr. ethyl^ The m. 
methyl- The radical ssS 
«°**i2T. Cf.mdioefw,^ 
■.«Hotf. (l)Hydrog. 
. epaqding with hydrecexb 
Organic oompounde of a 
6iM* 4 . See #£I*ean«. £ 
»W*J» of*, with metals ; « 

borite. SiB,, 8iB 4r 
u»guiu oryBteJa, of high 
wnduetoo of electricity. 

S. totr^brornide. 
b.lM # ilBOOmp. by wnt 
BhBr, S. trib: 

bJ40 # deoomp. by w&U 
omrodible sJIoy: Cu, 8n, m 
BiO =r Oolorloaa t 

vaed in n&wtories , 
fl) SiC^ =5 170.O. S. t 
fuming liquid, d.1.524. b.S 
talieic aoid. Vaed in bIm 
with wuBom* vapor., i 
8i t a t = ^1.0.. S-triehlo 
wjter. (J, ^ e;^, = 5 
Wnit« powder . *. copper 
70-80^. ^„d b „ 
Bilic*. v .dicauUe. 5iS f - 
■uMimo wkonheated, dceoir. 
Bee aW. j, ethjI> 5 
^An»e.. # . flnoridej. (l, 
tetnauarjde. Oolprlma, en 
— 6fi, daeomp. by w&ter to 
ia *lcohnl, (2) Bi t Ir, 
White powden 1. hrdri 
iodidel. (1) Sil, = 5«.a, 
leav fcolid, tn_121, inaeloble i 
817.7. S. euhiedide. Colo 
vaouoj, deoamp. by weter. 
Iron ftootiaining £-15% Si; 
•■m»fp*tfrinL Mg_Sifc 76 : 
Qmy l**net», decorap. by 
mothajio. £il*ne, a. mttt 
Colorlea* Uuuid. b.Sfc 1. nil 
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Vd , 21 SIUCA (AMORPHOUS) 1009 

bases These methods ate optative, however, and fail to sati^ regulatory 
SemSSdBtenamecrystalMly at 0.1% wn^ton in balk matoi^- 

l^atnorphclua flllica can be divided into nwroparfccolate BiUca, ie, m- 
croscop^Sand fiber*, and hi*hly hydra ted riHc. (1). The ^onwt^late 
S are^e most important group eonimciwlly. These include eUlcae pre- 
SeTfrtS Swoufl^Son and sill^B formed in the vapor phase called 
uwoewiw or finned silica. Several eynthetic routes exist to prepare any form of 
£K«o£ ETwhere miewporoua often refers to the ability ofthe «h» to 
S gaZ W IJuids. For example, pyrogen* ^ can be prepared by either 
3) vaporiaing B ilicon dimde in an arc or in a plasma jet, and -condoning it in 
an S*a* C2) oxidizing the more volatile silicon monoxide, SiO, m the vapor 
^Twi airtU eondLaing it; or (3) 0^ ^0011 C^po^nnda (0^ such 
L SilL. SiCU, or HSiClj, in the vapor phase in a hydrocarbon flame* and then 
cond^siS to Produce branchsd^hain aggregates of silica up to approxioiately 
nril^MK?. 6). Pyrogen silica- is couectod as a finely divided po*der 

Amorphoue silica formed in aqueous aohihon can occur as sola, gels, or 
oarticlea A silica sol can either consist of polysilkta add having a «oi««i« 
Srof ffioTup to about 100.000. or be a atable dispersion of fine collouial 
SSJ of dJanfeters >Snm (Fig. ^ A fflica gel has a . tW.dunedaional 
continuous etrueture (Fig, 8). Macroscopic particlea formed by aggregation of 




Fiff.6. TransmiBBion electron micrograph of a coiimcrcial pyrogenia nilica, Wackier HDK. 
-Macnification of 225.000*. 
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